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REMARK'S 

Re. Reference to Priority and Related Applications in the Specification* 
The first paragraph of page 1 of the specifications pertaining to the status of cross- 
referenced and related applications and or patents has been updated. Attached to this response is 
a list of related applications or patents that may present double patenting issues with the current 
claims. Accordingly, withdrawal of this objection is respectfully requested. 

Re. Electio n/ Restrictions of Claims 
The examiner's withdrawal of Claims 4, 5, 9, 12-14 and 18-22 and 27-40 from present 
consideration is acknowledged. However, the applicants reserve the right to reinstate these 
claims as part of additional species as provided by 37 CFR 1 .1 41 . In view of the withdrawals, the 
claims remaming under consideration are Claims 1-3, 6-8, 10-1 1, 15-17 and 23-26. For the 
reasons set forth below, it is believed that these claims as amended are in condition for 
allowance, which allowance is respectfully requested. 

. Re. Rejection of Claims under 35 U.S.C. 81 03 fo) 
The Office Action states that Claims 1-3, 1 1 and 23-26 under 35 U.S.C. §103 (a> are 
unpatentable over U.S. Patent No; 5,389,096) to Aita et al (Aita), in view of U.S. Patent No. 
5,902,289 to Swartz (Swartz). Claiml is amended to include the step of directing an electrically 
conducting fluid in a space between the active electrode surface and the target, and Claim 25 is 
amended to include the step of directing an el ectrically conducting fluid in a space between the 
distal end of the probe and the target site, as illustrated in Figures 1, 2A, 2C, 2E and 14 and 
disclosed, for example, at page 20, lines 3 1-34. In amending these independent claims, it is the 
applicants belief that neither Aita nor Swartz (singly or together) renders the claims unpatentable 
because Aita, pertaining to laser procedures and methods which does not require or teach the use 
of a conducting fluid, and Swartz, being involved with methods and procedures that require 
contacting the electrode directly with tissue, does not teach or suggest the use of an electrically 
conducting fluid in a space between the electrode and the target tissue, as set forth in the present 
claims. Accordingly, since Claims 2-3, 1 1 and 23-24 are dependant from Claim 1, and Claim 26 
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is dependent on Claim 25, the dependent claims include the limitation of Claims 1 and 25. 
Accordingly, it is believed that all the claims as currently amended are allowable, which 
allowance is respectfully requested. 



Re. The Non-Statutorv Dnnhl e Patenting n-jgrtmn 

Regarding Claims 8, 10, and 15-1 7 which have been rejected under the doctrine of 
obviousness-type double patenting, the applicants will commit to file a timely terminal 
disclaimer to overcome a rejection under this category if this in the remaining rejection in view 
of the present amendments. 



CONCLUSION 

In view of the present amendment s and remarks, it is believed that the Application is in 
condition for allowance. Accordingly, reconsideration and allowance of the Application is 
respectfully requested. If an issue remains that can be resolved by telephone, kindly contact the 
undersigned at (408) 735-6486. 



illy submitted, 




Rapaipersbad, 
Attorney for Applicant(s> 

A t „ ^ Reg. No. 44168 

ArthroCare Corporation 

680 Vaqueros Avenue 
Sunnyvale, California 94085-3523 
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